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Top 5 U.S. Trademark Practice Tips for Japanese
Businesses

Trademarks as Distinct from Other Intellectual Property
Types of Trademarks Registrable in the U.S.

“First to Use”

Why Register?

U.S. Trademark Enforcement
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Trademarks as Distinct from Other Intellectual
Property

— Copyrights: protects creative works fixed in tangible form (protects
artist, limited in duration)

— Patents: provide exclusive rights over invention for specific amount of
time (protects inventor, limited in duration)

— Trademarks: identify the source of a product or services (protects
consumers, unlimited duration)

— Trade Secrets: business information that derives its value from being
secret

— Right of Publicity: an individual’s right to control how persona is used
by others
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Types of Trademarks Registrable in the United States

- Word

- Logo

— Product Design

— Package Design

— Color (single or multiple)
- Sound

— Smell

— Taste

— Moving Image

— 3D Designs and Shapes
— Texture
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“First to Use”

—Japan is a First to File jurisdiction — rights determined by filing date
—U.S. is a First to Use jurisdiction — rights determined by use date

— Common-Law Trademark Rights — acquired through use of a mark in a
certain geographic area; BUT, limited to the geographic area where
used and reasonable zone of expansion.

— Federal registration does not create rights in a mark, but confers
benefits and protections in addition to rights established by common
law.

— Trademark searching — even more critical, should include common-law
references

— Use it or lose it
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Why Register?

—Legal presumptions associated with registration:
= presumption of validity and ownership of the mark

= presumption of exclusive right to use the mark
nationwide...

= for the goods/services listed in the registration
—Notice to public of registrant’s claim of ownership of the mark

—Enhanced damages — possibility of obtaining attorneys’ fees
and triple damages
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U.S. Trademark Enforcement

« Options
—District Court Litigation
—Trademark Trial and Appeal Board
- UDRP (URS)
—dJohn Doe litigation
—Online take downs
—Demand letters
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Questions?
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Thank you.
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